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Claim Rejections - 35 USC§112 
The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-9, 12, 13, 17, 24-29, and 40-47 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification as originally filed fails to teach or 
suggest the paint shield elements being made of a stiff material that "will not curl or roll up" or 
that the paint shield is held u in place without a need for additional fastening" as recited in 
independent claims 1, 17, 24, and claim 40. The newly claimed negative limitations are not 
explicitly or implicitly taught or suggested in the original specification such that such negative 
limitations constitute new matter. 

Claims 10, 11, 14-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 10, line 5, "the front face" lacks antecedent basis. 

In claim 14, line 5, "the front face" lacks antecedent basis. 
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Claim Rejections - 35 USC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-3, 5-9, 17, 24-29, 40-42, 44, 46, and 47 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Panitzsch (US 1,817,928). 

Panitzsch teaches a plural element paint shield device for temporarily covering an article 
being painted comprising plural paint shield elements (16, 17) configured to protectively cover a 
portion of a front face of an article (see pg. 1, lines 1-7 and lines 70-77) when in an installed 
position wherein the paint shield elements slidably extend in an adjacent side by side relationship 
to cover the front face of the article with adjacent ones of the paint shield elements having 
portions to extend between the frame of the article and perimeter portions of the article with each 
paint shield element being formed of a thin flat flexible material to permit the device to be bent 
(see pg. 1, lines 98+ to pg. 2, lines 1-4) as well as permit the paint shield elements to be inserted 
in between the frame of the article and a front face of the article. Panitzsch is silent concerning 
1) the material used to make the shield elements, the material being stiff pliable material that 
does not curl or roll up, and 2) the device being capable of protecting an article from paint 
without the need of fastening means to hold it in place. Even though Panitzsch is silent 
concerning the specific type of material (i.e., plastic, cardboard, fiberboard, or chipboard), used 
to make the paint shield elements, it would have been obvious to one of ordinary skill in the art, 
at the time the invention was made, to make the paint shield elements from plastic, cardboard, 
fiberboard, or chipboard, since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a matter of 
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obvious design choice. In re Leshin, 125 USPQ 416. The making of the Panitzsch device from 
any known flexible material so as to enable coverage of the article being painted, whether said 
material does not curl or roll up, is within the purview of one skilled in the art. While the 
Panitzsch device appears to slidably attach a pin strip fastening means to the flexible shield 
elements to support the shield elements against a window frame or other article of which there is 
no support for the shield elements (see page 1, lines 68-100 and page 2, lines 4-17), one of 
ordinary skill in the art would expect the removal of the pin strip fastening means from the 
flexible shield elements when support on or about an article is provided and when the presence 
of the strip would damage the article or the surrounding area intended to be protected. 

With respect to claims 5 and 6, even though Panitzsch are silent concerning each of the 
paint shields being equal in size, it is within the purview of one skilled in the art to provide 
adjacent or overlapping paint shield elements of an appropriate size and/or dimension in 
accordance with the size and/or dimension of the area of the article intended to be masked. 

With respect to claims 7-9, as mentioned above, the selection of a known material (i.e., 
plastic, cardboard, fiberboard, or chipboard) is obvious and within the level of ordinary skill in 
the art for reasons mentioned above such that patentability does not result. 

With respect to claim 24, each of the paint shield elements are rectangular in form, flat, 
and flexible such that the Panitzsch device is capable of being used for masking a rectangular 
lens of a ceiling mounted light fixture. 

With respect to claim 40, even though Panitzsch is silent concerning the device having 
exact dimensions to match the article being protected, one of ordinary skill in the art would 
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expect the masking device to have dimensions in accordance with the article being masked to 
provide complete coverage of all exposed surface areas of the article. 

Allowable Subject Matter 

Claims 18-23, 30, 31, 34-39, and 48 would be allowable. 

Claims 4, 10-16, 32, 33, 43, 45 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S. C. 1 12, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Claim 4 would be allowable because there is no teaching or suggestion in the prior art of 
a plural element paint shield for temporarily protectively covering a front face of a lens of a light 
fixture comprising a plurality of paint shield elements each of which is configured to pro- 
tectively cover a separate portion of the front face of the lens when in an installed position 
wherein the paint shield elements extend in adjacent side by side relationship to contiguously 
cover the front face of the lens, with adjacent ones of the paint shield elements having portions 
configured to overlap when the paint shield elements are in the installed position, with each of 
the paint shield elements having edge portions configured to extend between a frame of the light 
fixture and perimeter portions of the front face of the lens when in the installed position, and 
with each of the paint shield elements being formed from relatively thin, stiff material which is 
pliable enough to permit central portions thereof to flex away from the front face of the lens as 
may be needed to permit the edge portions to be inserted between the frame and the perimeter 
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portions of the front face of the lens to hold the paint shield in place wherein a foldable portion 
of at least a selected one of the paint shield elements is connected to other portions thereof by a 
fold line that permits the foldable portion to be deflected out of a plane occupied by said other 
portions thereof so as to strengthen the paint shield against deflection under the influence of the 
force to gravity. 

Claims 10 and 1 1 would be allowable because there is no teaching or suggestion in the 
prior art of a plural element paint shield for temporarily protectively covering a lens of a light 
fixture comprising the combination of paint shield elements each configured to cover and protect 
a separate portion of a front face of the lens when in an installed position wherein the paint shield 
elements extend in adjacent side by side relationship to contiguously cover the front face of the 
lens, with adjacent ones of the paint shield elements having portions configured to overlap when 
the paint shield elements are in the installed position, with each of the paint shield elements 
having edge portions configured to extend between a frame of the light fixture and perimeter 
portions of the front face of the lens when in the installed position, and with each of the paint 
shield elements being formed from relatively thin, relatively stiff material that is pliable enough 
to permit central portions thereof to flex away from the front face of the lens as may be needed to 
permit the edge portions to be inserted between the frame and the perimeter portions of the front 
face of the lens, wherein at least one of the paint shield elements has a central region formed 
from material that permits light from a light fixture on which the paint shield is installed to pass 
therethrough, and a perimeter region that surrounds the central region formed from thin, 
relatively stiff stock selected from a group of materials that includes cardboard, fiberboard, 
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chipboard, substantially transparent plastic, substantially translucent plastic and substantially 
opaque plastic. 

Claim 12 would be allowable because there is no teaching or suggestion in the prior art of 
a plural element paint shield for temporarily protectively covering a front face of a lens of a light 
fixture comprising a plurality of paint shield elements each of which is configured to pro- 
tectively cover a separate portion of the front face of the lens when in an installed position 
wherein the paint shield elements extend in adjacent side by side relationship to contiguously 
cover the front face of the lens, with adjacent ones of the paint shield elements having portions 
configured to overlap when the paint shield elements are in the installed position, with each of 
the paint shield elements having edge portions configured to extend between a frame of the light 
fixture and perimeter portions of the front face of the lens when in the installed position, and 
with each of the paint shield elements being formed from relatively thin, stiff material which is 
pliable enough to permit central portions thereof to flex away from the front face of the lens as 
may be needed to permit the edge portions to be inserted between the frame and the perimeter 
portions of the front face of the lens to hold the paint shield in place wherein all of the paint 
shield elements are comprised of thin material that, when in the installed position, closely 
overlies so as to extend substantially flatly alongside the front face of the lens of the light fixture, 
except that at least one of the paint shield elements has at least one portion that can be oriented to 
extend away from the front face of the lens so as to strengthen the paint shield to inhibit 
deflection of central portions of the paint shield under the influence of the force of gravity. 

Claim 13 would be allowable because there is no teaching or suggestion in the prior art of 
a plural element paint shield for temporarily protectively covering a front face of a lens of a light 
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fixture comprising a plurality of paint shield elements each of which is configured to pro- 
tectively cover a separate portion of the front face of the lens when in an installed position 
wherein the paint shield elements extend in adjacent side by side relationship to contiguously 
cover the front face of the lens, with adjacent ones of the paint shield elements having portions 
configured to overlap when the paint shield elements are in the installed position, with each of 
the paint shield elements having edge portions configured to extend between a frame of the light 
fixture and perimeter portions of the front face of the lens when in the installed position, and 
with each of the paint shield elements being formed from relatively thin, stiff material which is 
pliable enough to permit central portions thereof to flex away from the front face of the lens as 
may be needed to permit the edge portions to be inserted between the frame and the perimeter 
portions of the front face of the lens to hold the paint shield in place wherein at least one of the 
paint shield elements carries a visual indicator guide trimming edge portions thereof when there 
is a need cut away said edge portions to permit the paint shield to be used with light fixture 
lenses that have at least one dimension that differs from at least one dimension of the at least one 
of the paint shield elements. 

Claims 14-16 would be allowable because there is no teaching or suggestion in the prior 
art of a plural element paint shield for temporarily protectively covering a front face of a lens of 
a light fixture comprising a plurality of paint shield elements each of which is configured to pro- 
tectively cover a separate portion of the front face of the lens when in an installed position 
wherein the paint shield elements extend in adjacent side by side relationship to contiguously 
cover the front face of the lens, with adjacent ones of the paint shield elements having portions 
configured to overlap when the paint shield elements are in the installed position, with each of 
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the paint shield elements having edge portions configured to extend between a frame of the light 
fixture and perimeter portions of the front face of the lens when in the installed position, and 
with each of the paint shield elements being formed from relatively thin, stiff material which is 
pliable enough to permit central portions thereof to flex away from the front face of the lens as 
may be needed to permit the edge portions to be inserted between the frame and the perimeter 
portions of the front face of the lens to hold the paint shield in place wherein the front face of the 
lens, wherein at least a selected portion of the perimeter of at least one of the paint shield 
elements is provided with a plurality of visible guide formations extending therealong to guide 
cutting of said one of the paint shield elements to a size that will permit at least one of the paint 
shield elements to properly cover front face portions of lenses of light fixtures of a variety of 
sizes. 

Claims 18-20 would be allowable because there is no teaching or suggestion in the prior 
art of a paint shield for protectively covering a lens of a light fixture having a frame that extends 
perimetrically about and overlies perimeter portions of a front face of the lens, comprising a first 
paint shield element configured to cover one end region but not an opposite end region of the 
front face of the lens of the light fixture, a second paint shield element configured to cover the 
opposite end region but not the one end region of the front face of the lens of the light fixture, 
with the first and second paint shield elements being formed from relatively thin, relatively stiff 
material that is pliable enough to permit the first and second paint shield elements to have central 
portions thereof deflected away from the front face of the lens so that opposite side portions 
thereof can be inserted between opposite sides of the front face of the lens and opposite sides of 
the frame to bring the first and second elements into an initial overlapped relationship wherein 
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the elements cover neither of the one and opposite end regions of the lens, thereafter the first 
paint shield element may be slid toward the one end region, and the second paint shield element 
may be slid in an opposite direction toward the opposite end region to installed positions of the 
first and second paint shield elements wherein the first paint shield element covers the one end 
region of the front face of the lens, wherein the second paint shield element covers the opposite 
end region of the front face of the lens, and wherein overlapping portions of the first and second 
paint shield elements cover a central region of the front face of the lens to prevent paint from 
being applied to the lens during painting of a front face of the frame, wherein the relatively thin, 
relatively stiff material that forms at least one of the first and second paint shield elements is 
connected by a line of weakness of the material to a portion of the material that can be folded 
down to project away from the front face of the lens of the light fixture so as to stiffen said at 
least one of the first and second paint shield elements. 

Claims 21-23 would be allowable because there is no teaching or suggestion in the prior 
art of a paint shield for protectively covering a lens of a light fixture having a frame that extends 
perimetrically about and overlies perimeter portions of a front face of the lens, comprising a first 
paint shield element configured to cover one end region but not an opposite end region of the 
front face of the lens of the light fixture, a second paint shield element configured to cover the 
opposite end region but not the one end region of the, front face of the lens of the light fixture, 
with the first and second paint shield elements being formed from relatively thin, relatively stiff 
material that is pliable enough to permit the first and second paint shield elements to have central 
portions thereof deflected away from the front face of the lens so that opposite side portions 
thereof can be inserted between opposite sides of the front face of the lens and opposite sides of 
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the frame to bring the first and second elements into an initial overlapped relationship wherein 
the elements cover neither of the one and opposite end regions of the lens, thereafter the first 
paint shield element may be slid toward the one end region, and the second paint shield element 
may be slid in an opposite direction toward the opposite end region to installed positions of the 
first and second paint shield elements wherein the first paint shield element covers the one end 
region of the front face of the lens, wherein the second paint shield element covers the opposite 
end region of the front face of the lens, and wherein overlapping portions of the first and second 
paint shield elements cover a central region of the front face of the lens to prevent paint from 
being applied to the lens during painting of a front face of the frame, wherein selected portions of 
the perimeters of the first and second paint shield elements are provided with visible guide 
formations that extend therealong to guide one in cutting the first and second paint shield 
elements down to sizes that will permit the first and second paint shield elements to cover the 
front faces of the lenses of light fixtures of a variety of sizes. 

Claims 30 and 3 1 are allowable because there is no teaching or suggestion in the prior art 
of a self-supporting easy-to-install and easy-to-remove paint shield for covering a generally 
rectangular lens of a ceiling mounted light fixture of the type having a frame lip that underlies 
perimetrically extending edge portions of the generally rectangular lens, wherein the generally 
rectangular lens has a first pair of substantially parallel extending opposed edges separated by a 
first dimension that defines a length of the generally rectangular lens, and has a second pair of 
substantially parallel extending opposed edges separated by a second dimension that defines a 
width of the generally rectangular lens, wherein the paint shield is comprised of a plurality of 
relatively thin, relatively stiff paint shield elements that are configured so that adjacent ones of 
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the paint shield elements have portions that overlap slightly when the paint shield elements are 
installed to closely underlie and to substantially fully cover a front face of the generally 
rectangular lens, with the installed paint shield elements having edge portions that extend 
between the frame lip and the perimetrically extending edge portions of the lens so as to overlie 
the frame lip and to underlie the perimetricallv extending edge portions of the lens, with each of 
the paint shield elements being of a size that is less than the size of the front face of the generally 
rectangular lens, and with each of the paint shield elements having a pair of substantially parallel 
extending opposed edge surfaces that are spaced apart by a distance that substantially equals a 
selected one of said first and second dimensions, wherein at least one of the paint shield elements 
has a central region formed from material that permits light from a light fixture on which the 
paint shield is installed to pass therethrough, and a perimeter region that surrounds the central 
region formed from thin, relatively stiff stock selected from, a group of materials that includes 
cardboard, fiberboard, chipboard, substantially transparent plastic, substantially translucent 
plastic and substantially opaque plastic. 

Claim 32 would allowable because there is no teaching or suggestion in the prior art of a 
self-supporting easy-to-install and easy-to-remove paint shield for covering a generally 
rectangular lens of a ceiling-mounted light fixture having a frame lip that underlies peri- 
metrically extending edge portions of the generally rectangular lens, wherein the generally 
rectangular lens has a first pair of substantially parallel extending opposed edges separated by a 
first dimension that defines a length of the generally rectangular lens, and has a second pair of 
substantially parallel extending opposed edges separated by a second dimension that defines a 
width of the generally rectangular lens, wherein the paint shield is comprised of a plurality of 
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relatively thin, relatively stiff paint shield elements configured so that adjacent ones of the paint 
shield elements have portions that overlap slightly when the paint shield elements are installed to 
closely underlie and to substantially folly cover a front face of the generally rectangular lens, 
with the installed paint shield elements having edge portions that extend between the frame lip 
and the perimetrically extending edge portions of the lens so as to overlie the frame lip and to 
underlie the perimetrically extending edge portions of the lens to hold the paint shield so the 
front face of the lens is protected from being coated with paint during painting of adjacent front 
face portions of the frame, with each of the paint shield elements being of a size that is less than 
the size of the front face of the generally rectangular lens, and with each of the paint shield 
elements having a pair of substantially parallel extending opposed edge surfaces that are spaced 
apart by a distance that substantially equals a selected one of said first and second dimensions 
wherein the plurality of paint shield elements, when installed to protectively cover the front face 
of a light fixture lens, are comprised of thin material that closely overlies so as to extend 
substantially flatly alongside the front face of the lens of the light fixture, except that at least one 
of the paint shield elements has at least one portion that can be oriented to extend away from the 
front face of the lens so as to strengthen the paint shield to inhibit deflection of central portions 
of the paint shield under the influence of the force of gravity. 

Claim 33 would allowable because there is no teaching or suggestion in the prior art of a 
self-supporting easy-to-install and easy-to-remove paint shield for covering a generally 
rectangular lens of a ceiling-mounted light fixture having a frame lip that underlies 
perimetrically extending edge portions of the generally rectangular lens, wherein the generally 
rectangular lens has a first pair of substantially parallel extending opposed edges separated by a 
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first dimension that defines a length of the generally rectangular lens, and has a second pair of 
substantially parallel extending opposed edges separated by a second dimension that defines a 
width of the generally rectangular lens, wherein the paint shield is comprised of a plurality of 
relatively thin, relatively stiff paint shield elements configured so that adjacent ones of the paint 
shield elements have portions that overlap slightly when the paint shield elements are installed to 
closely underlie and to substantially fully cover a front face of the generally rectangular lens, 
with the installed paint shield elements having edge portions that extend between the frame lip 
and the perimetrically extending edge portions of the lens so as to overlie the frame lip and to 
underlie the perimetrically extending edge portions of the lens to hold the paint shield so the 
front face of the lens is protected from being coated with paint during painting of adjacent front 
face portions of the frame, with each of the paint shield elements being of a size that is less than 
the size of the front face of the generally rectangular lens, and with each of the paint shield 
elements having a pair of substantially parallel extending opposed edge surfaces that are spaced 
apart by a distance that substantially equals a selected one of said first and second dimensions 
wherein at least one of the paint shield elements carries a visual indicator to guide trimming of 
edge portions of the paint shield when there is a need to cut away the edge portions so to permit 
the paint shield to be used with light fixtures that have at least one dimension that differs from 
the first and second dimensions. 

Claims 34-36 would be allowable because there is no teaching or suggestion in the prior 
art of a self-supporting, easy to install and easy to remove paint shield for covering a generally 
rectangular lens of a ceiling mounted light fixture having a frame lip that underlies perimetrically 
extending edge portions of the rectangular lens, the lens having a first pair of parallel extending 
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opposed edges separated by a first dimension that defines a length of the rectangular lens, and a 
second pair of parallel extending opposed edges separated by a second dimension that defines a 
width of the rectangular lens, the shield comprised of a plurality of thin, stiff paint shield 
elements that are configured so that adjacent ones of the paint shield elements have portions that 
overlap slightly when the paint shield elements are installed to closely underlie and to fully cover 
a front face of the lens, with installed paint shield elements having edge portions that extend 
between the frame lip and the perimetrically extending edge portions of the lens to as to overlie 
the frame lip and to underlie the perimetrically extending edge portions of the lens, with each of 
the paint shield elements being of a size that is less than the size of the front face of the 
rectangular lens, and with each of the paint shield elements having a pair of parallel extending' 
opposed edge surfaces that are space apart by a distance that equals a selected one of the first and 
second dimensions wherein selected portions of the perimeter of at least one of the paint shield 
elements are provided with visible guide formations that extend therealong to guide one in 
cutting said one of the paint shield elements to a size that will permit the at least one of the paint 
shield elements to properly cover front face portions of the lenses of light fixtures of a variety of 
sizes. 

Claims 37-39 would be allowable because there is no teaching or suggestion in the prior 
art of a self-supporting, easy to install and easy to remove paint shield for covering a generally 
rectangular lens of a ceiling mounted light fixture having a frame lip that underlies perimetrically 
extending edge portions of the rectangular lens, the lens having a first pair of parallel extending 
opposed edges separated by a first dimension that defines a length of the rectangular lens, and a 
second pair of parallel extending opposed edges separated by a second dimension that defines a 
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width of the rectangular lens, the shield comprised of a plurality of thin, stiff paint shield 
elements that are configured so that adjacent ones of the paint shield elements have portions that 
overlap slightly when the paint shield elements are installed to closely underlie and to fully cover 
a front face of the lens, with installed paint shield elements having edge portions that extend 
between the frame lip and the perimetrically extending edge portions of the lens to as to overlie 
the frame lip and to underlie the perimetrically extending edge portions of the lens, with each of 
the paint shield elements being of a size that is less than the size of the front face of the 
rectangular lens, and with each of the paint shield elements having a pair of parallel extending 
opposed edge surfaces that are space apart by a distance that equals a selected one of the first and 
second dimensions wherein at least one of the paint shield elements has a fold-down portion that 
can be oriented to extend away from the lens of a light fixture to strengthen the paint shield when 
installed on said light fixture against deflection under the influence of the force of gravity. 

Claim 43 would be allowable because there is no teaching or suggestion in the prior art of 
a paint shield for temporarily protectively covering a rectangular lens of a ceiling mounted light 
fixture to shield the lens from having paint applied thereto when paint is being applied within the 
vicinity of the light fixture, wherein the generally rectangular lens has a width dimension and a 
length dimension, and wherein the fixture has a frame lip that extends about and underlies 
peripheral edge portions of the lens, comprising a plurality of paint shield elements being formed 
from relatively thin, relatively stiff material wherein the paint shield elements are configured to 
be positioned side by side in an array that forms a rectangular cover having length and width 
dimensions that substantially equal the length and width dimensions of the lens, and wherein the 
array of paint shield elements has peripheral edge portions configured to be inserted between the 
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frame lip and the peripheral edge portions of the lens to hold the paint shield in place, with the 
elements supported in positions that closely underlie the lens when the array of paint shield 
elements is installed to protectively cover the lens wherein one of the paint shield elements is 
provided with a stiffening formation that extends transversely across at least a selected portion of 
the one of the paint shield elements.. 

Claim 45 would be allowable because there is no teaching or suggestion in the prior art of 
a paint shield for temporarily protectively covering a rectangular lens of a ceiling mounted light 
fixture to shield the lens from having paint applied thereto when paint is being applied within the 
vicinity of the light fixture, wherein the generally rectangular lens has a width dimension and a 
length dimension, and wherein the fixture has a frame lip that extends about and underlies 
peripheral edge portions of the lens, comprising a plurality of paint shield elements being formed 
from relatively thin, relatively stiff material wherein the paint shield elements are configured to 
be positioned side by side in an array that forms a rectangular cover having length and width 
dimensions that substantially equal the length and width dimensions of the lens, and wherein the 
array of paint shield elements has peripheral edge portions configured to be inserted between the 
frame lip and the peripheral edge portions of the lens to hold the paint shield in place, with the 
elements supported in positions that closely underlie the lens when the array of paint shield 
elements is installed to protectively cover the lens wherein the first and second paint shield 
elements are substantially identical, with each being formed from relatively thin, relatively stiff 
material, and each has a stiffening formation that extends transversely across at least selected 
portions thereof. 
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Claim 48 would be allowable because there is no teaching or suggestion in the prior art of 
a paint shield for temporarily protectively covering a rectangular lens of a ceiling mounted light 
fixture to shield the lens from having paint applied thereto when paint is being applied within the 
vicinity of the light fixture, wherein the rectangular lens has a width dimension and a length 
dimension, and wherein the fixture has a frame lip that extends about and underlies peripheral 
edge portions of the lens, comprising a plurality of paint shield elements configured to be 
positioned side by side in an array that forms a rectangular cover having length and width 
dimensions that substantially equal the length and width dimensions of the lens, and wherein the 
array of paint shield elements has peripheral edge portions configured to be inserted between the 
frame lip and the peripheral edge portions of the lens to support the elements in positions that 
closely underlie the lens when the array of paint shield elements is installed to protectively cover 
the lens, wherein at least one of the paint shield elements has a central region formed from 
material that permits light from the fixture to pass through the installed array of paint shield 
elements, and a perimeter region that surrounds the central region formed from thin, relatively 
stiff stock selected from a group of materials that includes cardboard, fiberboard, chipboard and 
plastic. 

Response to Arguments 

Applicant's arguments filed 4/8/05 have been fully considered but they are not 
persuasive. 

Applicant contends that the presently claimed invention is patentable over the Panitzsch 
paint shield because Panitzsch does not use the paint shield to protect a lens of a light fixture and 
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the Panitzsch paint shield could not be used to protect a lens of a light fixture because of the pins 
used which would damage the area intended to be protected. This argument is not deemed 
persuasive because even though Panitzsch is silent concerning the paint shield being used with a 
light fixture, the Panitzsch paint shield is capable of use with a light fixture via detachment of the 
pin strip from the flexible paint shield elements. It is the Examiner's position that even if the pin 
strip remained on a given flexible paint shield element, one of ordinary skill in the art would 
know that the flexible paint shield elements could be tucked into the framework about the lens or 
even draped over the framework. The Panitzsch paint shield is not limited to woodwork or 
windows or doors because Panitzsch recognizes the paint shield being used with an article in 
general in paragraph 1 , lines 1 -7. The pins of the Panitzsch paint shield would only need to be 
utilized when a given paint shield element needed support because no support was provided on 
or about the work being protected. 

Applicant contends that the presently claimed invention defines over Panitzsch because 
the Panitzsch paint shield curls or rolls up while the presently claimed invention is formed so as 
to not curl or roll up. This argument is deemed moot because the no curl, no roll up language is 
construed as new matter. However, even if such language was not deemed new matter, 
Applicant recognizes that the paint shield element can be made out of cardboard. Cardboard can 
be made to curl or roll up as desired such that such language would conflict with materials from 
which the instantly claimed invention could be made. Furthermore, Applicant's no curl, no roll 
language would still not clearly define the claimed invention over the prior art to Panitzsch 
because the determination of a suitable material from which to make the flexible paint shield 
elements is within the purview of one skilled in the art such that patentability would not result. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura Edwards whose telephone number is (571) 272-1227. The 
examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on (571) 272-1 187. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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